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Gerard Rogers, Admi nistrative Trademark Judge:

On February 10, 2003, the Board issued an interlocutory
order that, anong other things, required applicant to file a
copy of its original answer and counterclaim The Board was
in receipt of only the answer and anmended counterclaim a
pl eadi ng that the Board accepted as a matter of course
because, by its caption, applicant was not anmendi ng the
answer and the original counterclaimhad not been answered
and could, therefore, be anmended w thout need of consent to
t he amendnent by opposer.

Applicant responded by filing a copy of the answer and
anended counterclaim not the original answer and
counterclaim Thereafter, the parties conpl eted, pursuant

to the terns of the February 10 order, their briefing of
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what the Board has construed as a notion for summary
j udgnent by opposer on applicant’s counterclaim

Though the conpletion of briefing of opposer’s notion
has rendered it ready for consideration, the Board still is
not in possession of a copy of applicant’s original answer
and counterclaim the Board so infornmed applicant’s counsel
by phone. 1In addition, the Board informed applicant’s
counsel that only a $300 fee was received for the
counterclaim when a total fee of $1200 woul d be needed for
applicant to seek cancellation of each of the four classes
i n opposer’s pleaded registration.

The Board recently rem nded applicant’s counsel by e-

mail of the still needed copy of the original answer and
counterclaimand the still needed suppl enental fee of $900
for the counterclaim By return e-mail, counsel stated that

the necessary copy and fee had been filed; further, counsel
stated that he had received a tel ephone call from an
unidentified person at the USPTO inquiring as to what matter
the submitted fee check shoul d be allocated.?

Though the Board has thoroughly investigated the

reported mailing of the pleading and fee check, no evidence

1 A WORD copy of the cover letter for the pleading and fee check,
submtted as an attachnment to counsel’s e-mail, shows that it
does not list the opposition nunber or nunber of the registration
that is the subject of the counterclaim Nor does the letter
reveal when or howit was mailed or otherwi se forwarded to the

O fice.
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of receipt of either has been uncovered. Despite the
reported phone call to counsel fromthe USPTO, it appears
that the Finance Ofice’s general policy is not to make
phone calls regarding submtted fees, unless nade by a
supervi sor; and the appropriate supervisor has no
recol l ection of making such a call. Further, neither
applicant’s cover letter nor the enclosed copy of the

pl eadi ng has been found, either in hard copy or in the
Board’ s el ectronic proceeding files system even though
diligent searching has been conducted. ?

Applicant, if its submtted fee check has been
processed, may submt a copy of the cancelled check to
establish receipt by the Finance Ofice of the required
suppl enental fee for the counterclaim O applicant’s
counsel may contact the Board to di scuss what processing
codes may appear on the cancelled check, so that the Board
may then attenpt to confirmreceipt of the fee by the

Finance Office.® O applicant may sinply make a new tender

2 For sone tine now, the Board has been working with the TTABIS
system whereby incom ng docunents are scanned into electronic
proceeding files, so that work on proceedi nhgs can be done “on
screen.” Eventually, parties will be able to file docunents for
proceedi ngs el ectronically, and they will be nmerged into the
appropriate TTABI'S proceeding file.

3 The supplenmental fee, if received and processed, has not been
all ocated to the opposition nunber, or to opposer’s registration
(or the serial nunmber of the application that resulted in such
registration), or to applicant’s involved application. A
processi ng code on a cancelled check may reveal that the fee was
i nadvertently allocated to sone unrelated file or proceeding.
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of the fee.* |If applicant does not establish receipt by the
Fi nance Ofice of the fee, or submt a new fee check, within
TEN days of the date of this order, then the counterclaim
wi Il be considered only in regard to one cl ass,

specifically, the | owest nunbered class, of goods in
opposer’s pl eaded registration. Copies of this order have
been faxed to both applicant’s and opposer’s respective

counsel .

“If applicant elects this option, applicant should include
reference to the opposition nunber on its paper, along with
reference to the registration that is the subject of its
counterclaim



